
 

LEADR DOMAIN NAME DISPUTE ADMINISTRATIVE PANEL 

auDRP_14_12 

Single Panellist Decision 

Pivotel Group Pty Ltd 

v 

Switch Telecom Pty Ltd 

thinktelecom.com.au 

.au Dispute Resolution Policy – Administrative Panel Decision 

1. Parties 

1.1 The Complainant is Pivotel Group Pty Limited ACN 102 274 322. 

1.2 The Respondent is Switch Telecom Pty Ltd ACN 138 282 587. 

1.3 The Registrar is NetRegistry. 

1.4 The domain name is thinktelecom.com.au. 

1.5 The Provider is LEADR ABN 69 008 651 232. 

1.6 The Sole Panellist is Steve White of Suite 604, 109 Pitt Street Sydney NSW 2000 and 
Suite 838, 419 Collins Street, DOCKLANDS VIC 3008 
www.computerlaw.com.au, www.arbitrator.com.au. 

  

http://www.computerlaw.com.au/
http://www.arbitrator.com.au/
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2. Whois Searches 

2.1 Whois searches conducted by the Panellist disclose the following: 

Domain Name thinktelecom.com.au 

Last Modified 05-Nov-2014 03:48:12 UTC 

Status serverUpdateProhibited (auDRP) 

Status serverTransferProhibited (auDRP) 

Status serverDeleteProhibited (auDRP) 

Status serverRenewProhibited (auDRP) 

Status clientDeleteProhibited 

Status clientUpdateProhibited 

Registrar Name NetRegistry 

Registrant SWITCH TELECOM PTY LTD 

Registrant ID ACN 138282587 

Eligibility Type Company 

Registrant 
Contact ID WHLU1095 

Registrant 
Contact Name Richard Boothby 

Registrant 
Contact Email rich@switchtelecom.com.au 

Tech Contact ID WHLU1095 

Tech Contact 
Name Richard Boothby 

Tech Contact 
Email rich@switchtelecom.com.au 

Tech Contact ID AUTC510085 

Tech Contact 
Name Richard Boothby 

 

http://www.netregistry.com.au/
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3. Procedural History 

3.1 On 27 October 2014 a Complaint was received by the Provider in relation to 
thinktelecom.com.au (“Domain Name”). 

3.2 On 28 October 2014 the Provider sent an acknowledgement. 

3.3 On 28 October 2014 a non-compliance notification was sent to Complainant by the 
Provider 

3.4 On 28 October 2014 a complaint with the required rectifications was received by the 
Provider 

3.5 On 28 October 2014 the complete application was received by the Provider. 

3.6 On 28 October 2014 the Provider sent a further acknowledgement to the Complainant. 

3.7 On 29 October 2014 a copy of the Complaint was submitted to the Registrar. 

3.8 On 29 October 2014 a request to clarify the Respondent’s details and lock the domain 
name during proceedings was emailed to the Registrar. 

3.9 On 5 November 2014 the Registrar confirmed via email that the domain name in dispute 
had been locked. 

3.10 On 6 November 2014 the Provider advised auDA of the complaint via e-mail. 

3.11 On 6 November 2014 the Provider sent the Respondent an email and written notification 
of the Complaint. The Complainant was copied in on these notifications.  

3.12 On 4 December 2014 the Provider approached the Panellist. 

3.13 On 4 December 2014, the Panellist confirmed his availability, informed the Provider that 
he had no conflict issues with the parties and accepted the matter. 

3.14 On 4 December 2014, the case file and relevant correspondence was forwarded onto the 
Panellist. 

3.15 On 4 December 2014, the parties to the dispute were notified of the Panellist’s allocation. 

3.16 The parties filed the following submissions: 

(a) Complainant 28 October 2014 [“CS28OCT14”]; and 

(b) Respondent 25 November 2014 [“RS25NOV14”]; 
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5. Complainant’s submissions 

5.1 This Complaint is made pursuant to .au Dispute Resolution Policy, Policy No. 2010-05 
(“auDRP”), p4(a).1 

5.2 The Complainant is one of four Australian licensed mobile telecommunications 
companies. 

5.3 The Complainant provides high quality mobile satellite services including voice and data 
communications across Australia as well as satellite phone plans.2 

5.4 The Complainant has over 500 dealers and retail points of presence around Australia 
who are well versed on the products on offer. 

5.5 The Complainant’s brands are Pivotel, Think Mobile, TracerTrak, Reward Mobile, Just 
Mobile and Vanilla Telecom.3 

5.6 The Complainant is the proprietor of the following word marks (together 
Think Mobile Marks):4 

(a) Registration No. 1461933 - “Think Mobile” (Think Mobile Mark); and 

(b) Registration No. 1418751 – “Think Mobile Simply Better” 
(Think Mobile Simply Better Mark). 

5.7 The Think Mobile Mark is registered in class 38: Cellular telecommunications services 
and was registered from 28 November 2011.5  Annexed and marked “CS28OCT14A” is a 
copy of the trade mark details in respect of the Think Mobile Mark from the IP Australia 
website. 

5.8 The Think Mobile Simply Better Mark is registered in class 9: Mobile phones and class 
38: Cellular telecommunications services and was registered from 7 April 2011.6  Annexed 
and marked “CS28OCT14B” is a copy the trade mark details in respect of the 
Think Mobile Simply Better Mark from the IP Australia website.7 

5.9 The Complainant is the registrant of the domain name <thinkmobile.com.au> 
(Think Mobile Domain Name) which contains the Think Mobile Mark.8 

5.10 The entity Think Mobile Pty Limited (“Think Mobile“) is an authorised user of the Think 
Mobile Mark and Think Mobile Simply Better Mark, pursuant to Trade Marks Act 1995 
(Cth), s8(1).9 

5.11 The Complainant brings this Complaint as it is10: 

(a) the proprietor of the Think Mobile Mark and Think Mobile Simply Better Mark; 
and  

(b) registrant of the Think Mobile Domain Name. 

5.12 The Respondent is Switch Telecom Pty Ltd ACN 138 282 587. 

5.13 The Respondent is the registrant of the domain name <thinktelecom.com.au> 
(Domain Name).  

                                                      
1 CS28OCT14, p1 
2 CS28OCT14, p2 
3 CS28OCT14, p3 
4 CS28OCT14, p4 
5 CS28OCT14, p5 
6 CS28OCT14, p6 
7 CS28OCT14, p7 
8 CS28OCT14, p8 
9 CS28OCT14, p9 
10 CS28OCT14, p10 

http://www.austlii.edu.au/au/legis/cth/consol_act/tma1995121/s8.html
http://www.austlii.edu.au/au/legis/cth/consol_act/tma1995121/s8.html
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5.14 Annexed and marked “CS28OCT14C” is a copy of the Whois query for the Domain Name 
performed on 27 October 2014.11 

5.15 The Domain Name is the subject of this Complaint.12 

5.16 The Complainant’s lawyers have communicated with the Respondent and the 
Respondent’s lawyers in respect of the Complaint since November 2013.13 

5.17 Much of the correspondence between the Complainant’s lawyers and the Respondent’s 
lawyers was made on a without prejudice basis in order to try to resolve the dispute.  

5.18 The Complainant does not propose to annex that correspondence.14 

5.19 When the Complainant’s lawyers first wrote to the Respondent, the Respondent was 
known and trading as “Think Telecom Pty Ltd” and using the Domain Name in respect of 
its business as a supplier of certain telephony services.15 

5.20 In or about June 2014 the Respondent changed its name to “Switch Telecom Pty Ltd”.  

5.21 The Respondent now trades from the domain name <switchtelecom.com.au>.16 

5.22 Since about 30 June 2014, the Domain Name has not contained any content. 

5.23 The Domain Name is effectively a blank webpage.17 

5.24 On 26 May 2014, the Respondent’s lawyers agreed that they would disable the 
Domain Name on or by 30 June 2014.18  This did not occur. 

5.25 As a result, the Complainant’s lawyers wrote to the Respondent’s lawyers on 
9 July 2014 asking why the Domain Name was still active.19 

5.26 The Respondent’s lawyers wrote to the Complainant’s lawyers on 10 July 2014 
disputing that the Domain Name has not been disabled.20 

5.27 On 26 August 2014 the Complainant’s lawyers wrote to the Respondent’s lawyers 
seeking that the Respondent write to the Registrar of the Domain Name to effect the 
disabling of the Domain Name.21 

5.28 The Complainant’s lawyers have not received a response to this correspondence.22 

5.29 Annexed and marked “CS28OCT14D” is all correspondence between the parties during 
the period 20 May 2014 to 26 August 2014.23 

5.30 As at the date of filing of this Complaint the Domain Name is still active. 

5.31 Annexed and marked “CS28OCT14E” is a copy of the Domain Name at 
27 October 2014.24 

                                                      
11 CS28OCT14, p11 
12 CS28OCT14, p12 
13 CS28OCT14, p13 
14 CS28OCT14, p14 
15 CS28OCT14, p15 
16 CS28OCT14, p16 
17 CS28OCT14, p17 
18 CS28OCT14, p18 
19 CS28OCT14, p19 
20 CS28OCT14, p20 
21 CS28OCT14, p21 
22 CS28OCT14, p22 
23 CS28OCT14, p23 
24 CS28OCT14, p24 
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5.32 auDRP p4(a) sets out the three elements which must be present for a proceeding to be 
brought against the Respondent, which the Complainant must prove to obtain the relief 
sought.25 

5.33 These elements are as follows26: 

(a) the Respondent’s domain name is identical or confusingly similar to a name, 
trademark or service mark in which the Complainant has rights (“First Element”); 
and 

(b) the Respondent has no rights or legitimate interests in respect of the domain name 
(“Second Element”); and 

(c) the Respondent’s domain name has been registered or subsequently used in bad 
faith (“Third Element”). 

5.34 In accordance with auDRP p 4(a), the Complainant submits that27:  

(a) the Domain Name is identical or confusingly similar to the Think Mobile Mark 
and/or the Think Mobile Simply Better Mark;  

(b) the Respondent has no rights or legitimate interests in respect of the 
Domain Name; and  

(c) the Domain Name has been registered or subsequently been used in bad faith. 

5.35 In respect of the First Element, the Complainant submits28: 

(a) while the Domain Name is not identical to the Think Mobile Mark and/or 
Think Mobile Simply Better Mark, it is confusingly similar to the 
Think Mobile Mark and/or Think Mobile Simply Better Mark because it contains 
the word “Think”, which is the prominent word element or essential feature in the 
Think Mobile Marks; 

(b) The word “Mobile” in the Think Mobile Marks and the word “Telecom” while not 
similar sounding are similar in nature; 

(c) The additional word “Telecom” in the Domain Name is descriptive in relation to the 
services offered by the Respondent (as well as the Complainant) being 
telecommunications services; 

(d) there is a real possibility that consumers in the relevant sector of the public would 
be confused into thinking that there is a connection between the owner of 
Think Mobile [Marks] and the owner of the Domain Name; and  

(e) the services offered by the Respondent clearly would be classified as being the 
same, similar or closely related as the class of goods and services in which the 
Think Mobile Marks are registered.  

5.36 auDRP p4(c) sets out examples of circumstances in which a respondent may establish 
rights or legitimate interests in a domain name in responding to a complaint.29  

5.37 Those circumstances include the following30: 

(a) before any notice to the respondent of the dispute, the respondent’s use of, or 
demonstrable preparations to use, the domain name or a name corresponding to 
the domain name in connection with a bona fide offering of goods or services; or  

                                                      
25 CS28OCT14, p25 
26 CS28OCT14, p26 
27 CS28OCT14, p27 
28 CS28OCT14, p28 
29 CS28OCT14, p29 
30 CS28OCT14, p30 
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(b) the respondent (as an individual, business, or other organisation) has been 
commonly known by the domain name, even if the respondent acquired no 
trademark or service mark rights; or  

(c) the respondent is making a legitimate non-commercial or fair use of the domain 
name, without intent for commercial gain to misleadingly divert consumers or to 
tarnish the name, trademark or service mark at issue.  

5.38 In respect of the Second Element, the Complainant submits that31:  

(a) by reason of the matters set out at paragraphs 5.20  to 5.25 and 5.30 to 5.31 
above, the Respondent cannot provide evidence of the use of, or demonstrable 
preparations to use, the Domain Name or a name corresponding to the domain 
name in connection with a bona fide offering of goods or services;  

(b) Further, the Respondent’s lawyers have agreed to disable the Domain Name, 
which is inconsistent with the “use” or “demonstrable preparation to use” the 
Domain Name; 

(c) The Domain Name is not being used in respect of a bona fide offering of goods or 
services because it is a blank page; 

(d) As set out at paragraph 5.20 above, the Respondent has changed its name to 
Switch Telecom Pty Ltd. 

(e) Accordingly, the Respondent is not commonly known as the name of the 
Domain Name; and  

(f) Finally, it is apparent that that the Respondent is not making legitimate non-
commercial or fair use of the Domain Name. 

5.39 The Third Element requires the Complainant to prove the Domain Name has been 
registered or subsequently used in bad faith.32 

5.40 In respect of the Third Element, the Complainant submits33: 

(a) the Complainant is not required to prove that the Respondent registered the 
Domain Name in bad faith, but rather only required to prove either that it was 
registered in bad faith or subsequently used in bad faith;  

(b) the Domain Name only resolves to a blank page;  

(c) by reason of the Respondent’s change of name and agreement to “disable” the 
Domain Name, there is evidence that the Respondent does not wish to use the 
Domain Name.  Further, there is no evidence of advertising, promotion or display to 
the public of the Domain Name.  On the contrary, the Respondent has set up a 
new website at URL <switchtelecom.com.au> in place of the use of the 
Domain Name; 

(d) However, the relevant issue is not whether the Respondent is undertaking a 
positive action in bad faith in relation to the domain name, but instead whether, in 
all the circumstances of the case, it can be said that the Respondent is acting in 
bad faith34;  

(e) In Telstra Corp Pty Ltd v Nuclear Marshmallows35 the Presiding Panellist, Andrew 
F. Christie, said that it is possible, in certain circumstances, for inactivity by a 
Respondent to amount to the domain name being used in bad faith and ultimately 

                                                      
31 CS28OCT14, p31 
32 CS28OCT14, p32 
33 CS28OCT14, p33 
34 Telstra Corp Pty Ltd v Nuclear Marshmallows WIPO Case No D2000-0003 (18 February 2000) 
at paragraph 7.9 
35 WIPO Case No D2000-0003 
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held36, that the passive holding of the domain name by the Respondent amounted 
to the Respondent acting in bad faith; 

(f) Mr Christie outlined the circumstances in which he made this finding37, which 
included that: 

(1) the complainant’s trademark has a strong reputation and is widely known, as 
evidenced by its substantial use in Australia and in other countries; and  

(2) the respondent has provided no evidence whatsoever of any actual or 
contemplated good faith use by it of the domain name; 

(g) By reason of: 

(1) all of the matters set out in paragraphs 5.2 to 5.31 above; 

(2) the Complainant’s strong reputation in its trade marks which have been 
registered since 2011; 

(3) the fact that the Respondent has agreed to disable the Domain Name, but 
has not done so; and that the Respondent by its conduct, is simply 
“passively holding” the Domain Name, it should be concluded that the 
Domain Name is being used in bad faith. 

5.41 Pursuant to auDRP, p6.1 the Complainant seeks that the Domain Name Licence be38: 

(a) transferred to the Complainant; or  

(b) in the alternative, cancelled.  

5.42 The Complainant will submit, with respect to any challenges to a decision in the 
administrative proceeding cancelling or transferring the domain name, to the jurisdiction of 
the courts in at least one specified Mutual Jurisdiction39. 

5.43 The Complainant agrees that its claims and remedies concerning the registration of the 
domain name, the dispute, or the dispute’s resolution shall be solely against the domain 
name holder and waives all such claims and remedies against40 

(a) the dispute resolution provider and panellists, except in the case of deliberate 
wrongdoing,  

(b) the registrar,  

(c) the registry administrator, and  

(d) auDA, as well as their directors, officers, employees, and agents.  

5.44 The Complainant certifies that the information contained in this Complaint is to the best 
of Complainant’s knowledge complete and accurate, that this Complaint is not being 
presented for any improper purpose, such as to harass, and that the assertions in this 
Complaint are warranted under these Rules and under applicable law, as it now exists or 
as it may be extended by a good faith and reasonable argument.41 

                                                      
36 at paragraph 7.12 
37 at paragraph 7.12 in Telstra 
38 CS28OCT14, p34 
39 CS28OCT14, p35 
40 CS28OCT14, p36 
41 CS28OCT14, p37 
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6. Respondent’s Submissions 

6.1 The Complainant relies on two Australian trade mark registrations for the Complainant’s 
right to the Domain Name namely42: 

(a) 1461933 "THINK MOBILE" registered from 28 November 2011 and  

(b) 1418751 "THINK MOBILE SIMPLY BETTER" registered from 7 April 2011. 

6.2 The Respondent’s registration of the Domain Name pre-dates those trade mark 
registrations by two years. 

6.3 The Respondent was using the Domain Name for over four years before any complaints 
by the Complainant about use. 

6.4 The Respondent uses the Domain Name in its own business and built up an important 
client base which uses the Domain Name. 

6.5 In dealing with the Complainant’s demands, the Respondent does not make any 
admissions against its interests but has in good faith moved to a different name ‘switch 
telecom’ and shut down the web-site www.thinktelecom.com.au simply to avoid the 
spectre of a legal dispute with significant costs and the diversion of staff resources and 
time43. 

6.6 Firstly, the Domain Name is thinktelecom.com.au and this is not the same as 
thinkmobile.com.au. 

6.7 It is a different domain name. 

6.8 It is also not a confusingly similar domain name for the overall different services offered by 
the Respondent. 

6.9 Because of this difference, it is submitted that the Complainant has not properly 
established, or at all, a right to stop the Respondent’s use of the Domain Name as it is 
currently being used (see below).44 

6.10 Secondly, the products and/or services of the parties in dispute are also not the same.  

6.11 There is no substantial overlap or possibility that the parties’ offerings are going to be 
confused by the domain names in future.  

6.12 The use of the Domain Name by the Respondent is only for itself and existing clients 
already using the Domain Name. 

6.13 And, up until the Complainant’s Complaint, for the past four years there has been no 
difficulties concerning confusion in the marketplace.   

6.14 A simple understanding of what each of the respective businesses do demonstrates this.  

6.15 Whilst the parties are broadly in the same industry, the telecommunications industry, the 
Complainant supplies low to medium priced stand-alone mobile phone plans to 
consumers. 

6.16 The Complainant also sells satellite phone plans. 

6.17 The Respondent, however, specializes in supplying fixed line and internet data services 
to business customers only. 

6.18 The Respondent also sells mobile plans as an auxiliary product for convenience to its 
customers, but mostly for the purposes of single billing. 

                                                      
42 RS25NOV14, p2 
43 RS25NOV14, p3 
44 RS25NOV14, p4 

http://www.thinktelecom.com.au/
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6.19 Mobiles are not part of the Respondent’s core business and the Respondent usually 
sells higher priced plans in any event. 

6.20 In particular, the Respondent does not sell satellite phone plans.45 

6.21 Thirdly, two years before the Complainant’s two trade mark registrations above, on 
18 May 2009, Richard Boothby, the author of RS25NOV14, arranged to have the 
business name Think Telecom registered as a business name B2184748U. 

6.22 This facilitated the obtaining of the Domain Name on that same day. 

6.23 The Domain Name was therefore available and adopted with no wrongful intentions.4647 

6.24 The first use of the Domain Name occurred shortly thereafter on 3 June 2009. 

6.25 On 14 July 2009, one and a half months later, the Respondent was registered as a 
company under the name Think Telecom Pty Ltd and the Respondent then maintained 
and used the Domain Name for its business.48 

6.26 The Respondent therefore strongly denies that its adoption and its continued use of the 
disputed domain name is in bad faith or is not bona fide.49 

6.27 Fourthly, the essence of the Complainant’s Complaint is that the Respondent retains 
and passively holds the Domain Name, because the web-site www.thinktelecom.com.au 
is blank.50 

6.28 The Respondent agrees that it holds the disputed domain name with a blank page since 
30 June 2014 at approximately 5:00pm.  

6.29 From 28 March 2014 to 30 June 2014 it held the Domain Name as a forwarding site to 
the website www.switchtelecom.com.au but otherwise denies that it merely passively 
holds the disputed domain name, as alleged.51 

6.30 The Respondent continues to service its clients who have previously obtained email 
addresses which use the format "[name]@thinktelecom.com.au" as their email addresses.  

6.31 Those clients number about 54 persons and for business reasons they wish to continue to 
use their email addresses.52 

6.32 It is noted that in the Respondent’s own business, the Respondent has changed all its 
old @thinktelecom.com.au emails, which total 24 in number, to forward to the new 
@switchtelecom.com.au emails.  

6.33 However, despite several notifications to the Respondent’s clients, (see RS25NOV14 
Attachment 3), the Respondent still receives correspondence to the old email 
addresses.  

6.34 This has required the Respondent to retain the Domain Name for this purpose. 

6.35 Whilst the Respondent always responds from Switch Telecom emails, the Respondent 
can anticipate that a complete changeover from old to new would take the Respondent’s 
clients approximately 3 to 4 years before they update their contact lists.53 

6.36 This brings the total number of this form of electronic address to 78 (54+24)54. 

                                                      
45 RS25NOV14, p5 
46 see RS25NOV14, Attachment 1- business name extract (in force to 18 May 2015) and 
RS25NOV14 Attachment 2- company name extract) 
47 RS25NOV14, p6 
48 RS25NOV14, p7 
49 RS25NOV14, p8 
50 RS25NOV14, p9 
51 RS25NOV14, p10 
52 RS25NOV14, p11 
53 RS25NOV14, p12 

http://www.switchtelecom.com.au/
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6.37 Given the differences between the parties’ domain names and business offerings, and, 
given the limited use of the Domain Name as an email address @thinktelecom.com.au 
simply for the convenience of and to service old existing customers of the Respondent, 
the Respondent submits its use is bona fide and it should be able to continue with its 
limited use as aforesaid.55 

6.38 The Respondent has met the reasonable demands of the Complainant by shutting down 
the web-site and also not introducing any new clients to the Domain Name or old email 
address using the Domain Name.56 

6.39 The change would be detrimental to the Respondent’s business and the Respondent’s 
clients’ businesses as follows57: 

(a) There will be a real associated cost as clients will need to change their stationery, 
marketing collateral and email configurations.   

(b) This will cause and result in lost time and productivity for them in their own 
businesses. 

(c) This will affect the Respondent directly as the Respondent will experience similar 
losses in time and productivity liaising with its clients and administering changes to 
the back end setting configurations. 

(d) Whilst this is possible, it is not ideal.   

(e) There are also old business cards, letterheads and old email threads with clients 
and customers that may be their only information that they have for making contact 
with the Respondent and/or the Respondent’s clients.  

(f) If clients were not able to contact the Respondent or the Respondent’s clients via 
previous think telecom details, that would represent significant business loss. 

(g) By agreeing to the Complainant’s request and de-commissioning the 
thinktelecom.com.au web-site there is already the very real possibility that the 
Respondent has itself experienced business loss by past contacts trying to search 
for the Respondent only to discover the website no longer exists. 

6.40 In addition to the above, the Respondent’s clients and the Respondent itself have also 
adopted in the past and are continuing to use @thinktelecom.com.au for username and 
password settings and security on ADSL connections.58 

6.41 Critically and importantly there are 312 clients of the Respondent who have purchased 
ADSL services from the Respondent from between 17 June 2009 and 25 March 2014 just 
before the de-commissioning of the web-site). 

6.42 Services sold during this period rely on the Domain Name as part of their router 
configuration. 

6.43 These clients all have individual Domain Name configurations programmed as part of 
their username and password security settings. 

6.44 For the Respondent to change this, the Respondent would have to individually go out on 
site to each client and reconfigure all of these routers one by one. 

6.45 This would present a significant loss in the form of time and money not to mention the 
disruption to the Respondent’s clients’ businesses. 

6.46 The whole process would represent hundreds of hours of lost productivity and would be 
an unwarranted disruption to the Respondent’s clients.5960 

                                                                                                                                                             
54 RS25NOV14, p13 
55 RS25NOV14, p14 
56 RS25NOV14, p15 
57 RS25NOV14, p16 
58 RS25NOV14, p17 
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6.47 As can be seen from the above, any such discontinuity and change can adversely affect 
business identity and flow of business and service to users of the email addresses 
"[name]@thinktelecom .com.au " and disrupt unfairly the Respondent and those 
customers who continue to use thinktelecom.com.au for username and password settings 
and security on ADSL connections.61 

6.48 There is the further overarching possibility that arises from the hassle of changing domain 
names, that the Respondent will be losing clients from the disruption to their time, 
disruption to their service and the real possibility that the Respondent’s reputation may 
be impacted during what could be a problematic change-over process. 

6.49 In telecommunications, telcos try to keep service changes and disruptions to an absolute 
minimum. 

6.50 There are already enough problems for clients from time to time from other issues such as 
exchange faults, outages, service disruptions, various delays, without the Respondent or 
Complainant needing to add any more to their list.   

6.51 For over four years the Complainant did not complain about the Respondent’s business 
nor the use of the now disputed Domain Name. 

6.52 Accordingly, a similar amount of time of four years for the 78 email addresses and 312 
clients’ router configurations should be allowed for any change-over period, if that is to be 
the outcome of this dispute. 

6.53 In any change-over scenario, it would be easier and a better solution to maintain and 
forward their old email addresses [name]@thinktelecom.com.au to any new email 
addresses [name ]@switchtelecom.com. 

6.54 This therefore requires the Respondent to retain the Domain Name which serves a 
genuine benefit and the needs of the end-user in a transition or change-over phase.62 

6.55 The Complainant has certified that it is not motivated by any improper purpose or to 
harass.  

6.56 However, the Respondent cannot entirely agree.  

6.57 The Complainant has been making threats of litigation to and demands of the 
Respondent for over a year. 

6.58 The Respondent has already reasonably met those demands by shutting down the web-
site and moving to the name switch telecom. 

6.59 The Complainant would be more than aware of the realities of business operations set 
out in this response and the fact that there is no real damage to the Complainant or any 
confusion arising from the continuing residual activities of the Respondent here set out.63 

6.60 The Respondent considers that the domain name dispute process is being used to 
circumvent a legitimate negotiation that might otherwise occur for compensation to the 
Respondent for the Respondent and the Respondent’s clients to immediately and 
completely change away from any residual on-going use of the disputed domain name.64 

                                                                                                                                                             
59 see RS25NOV14, Attachment 4 - screen shot of a router configuration I settings showing 
service connection of domain name enabling connection to internet 
60 RS25NOV14, p18 
61 RS25NOV14, p19 
62 RS25NOV14, p20 
63 RS25NOV14, p21 
64 RS25NOV14, p22 
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6.61 If the Respondent is obliged to forthwith cease use of the disputed domain name 
thinktelecom.com.au and is obliged, as a result, to give its old clients new email addresses 
and new router configurations and other support (see para 6.41 above), the Complainant 
should be responsible to compensate the Respondent and its customers for the cost and 
inconvenience of such a serious discontinuity and disruption.65 

6.62 The Respondent considers the assertions in the Complaint are unwarranted under the 
Rules and under applicable law.  

6.63 The cited Telstra Corp v Nuclear Marshmallows case is not applicable to the facts of this 
case. 

6.64 The Respondent’s use is not passive, nor done in bad faith. 

6.65 It is a continuation of past use which services old clients and their on-going service 
contracts.66 

6.66 The Respondent agrees that its claims and remedies concerning the registration of the 
domain name, the dispute, or the dispute’s resolution shall be solely against the 
complainant and waives all such claims and remedies against  

(a) the dispute resolution provider and panellists, except in the case of deliberate 
wrongdoing, 

(b) the registrar. 

(c) the registry administrator, and 

(d) auDA, as well as their directors, officers, employees, and agents.67 

6.67 The Respondent certifies that the information contained in RS25NOV14 is to the best of 
Respondent’s knowledge complete and accurate, that RS25NOV14 is not being 
presented for any improper purpose, such as to harass, and that the assertions in 
RS25NOV14 are warranted under the auDRP Rules and under applicable law, as it now 
exists or as it may be extended by a good faith and reasonable argument68. 

7. Reasons - General 

7.1 In order to be entitled to a transfer of a domain name to it the Complainant must prove on 
the balance of probabilities that69: 

(a) thinktelecom.com.au is identical or confusingly similar to a name, trade mark or 
service mark in which the Complainant has rights [note 1]; and 

(b) the Respondent has no rights or legitimate interests in respect of the Domain 
Name [note 2]; and 

(c) the Domain Name has been registered or subsequently used in bad faith.  

Note 1 provides: 

[1] For the purposes of this policy, auDA has determined that a "name … in which the 
complainant has rights" refers to: 

a) the complainant’s company, business or other legal or trading name, as registered 
with the relevant Australian government authority; or 

b) the complainant’s personal name. 

  
                                                      
65 RS25NOV14, p23 
66 RS25NOV14, p24 
67 RS25NOV14, p25 
68 RS25NOV14, p26 
69 .au Dispute Resolution Policy (auDRP) (2010-05) Schedule A Clause 4(a). 

http://www.auda.org.au/policies/auda-2010-05/
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Note 2 provides  

[2] For the purposes of this policy, auDA has determined that "rights or legitimate 
interests in respect of the domain name" are not established merely by a registrar’s 
determination that the respondent satisfied the relevant eligibility criteria for the 
domain name at the time of registration. 

7.2 The policy provides in relation to the interpretation of legitimate interest the following 
assistance.70 

Any of the following circumstances, in particular but without limitation, if found by the 
Panel to be proved based on its evaluation of all evidence presented, is to be taken to 
demonstrate your rights or legitimate interests to the domain name for purposes of 
Paragraph 4(a)(ii): 

(i) before any notice to you of the subject matter of the dispute, your bona fide use of, 
or demonstrable preparations to use, the domain name or a name corresponding to 
the domain name in connection with an offering of goods or services (not being the 
offering of domain names that you have acquired for the purpose of selling, renting 
or otherwise transferring); or 

(ii) you (as an individual, business, or other organisation) have been commonly known 
by the domain name, even if you have acquired no trademark or service mark 
rights; or 

(iii) you are making a legitimate non-commercial or fair use of the domain name, 
without intent for commercial gain to misleadingly divert consumers or to tarnish the 
name, trademark or service mark at issue. 

7.3 Further the policy71 provides for the purposes of bad faith the following circumstances, in 
particular but without limitation, shall be evidence of the registration and use of a domain 
name in bad faith: 

(a) circumstances indicating that the Respondent has registered or has acquired the 
domain name primarily for the purpose of selling, renting, or otherwise transferring 
the domain name registration to another person for valuable consideration in 
excess of its documented out-of-pocket costs directly related to the Domain Name; 

(b) the Respondent registered the domain name in order to prevent the owner of a 
name, trademark or service mark from reflecting that name or mark in a 
corresponding domain name; 

(c) the Respondent registered the domain name primarily for the purpose of disrupting 
the business or activities of another person; or 

(d) by using the Domain Name, the Respondent has intentionally attempted to attract, 
for commercial gain, Internet users to a website or other online location, by creating 
a likelihood of confusion with the Complainant’s name or mark as to the source, 
sponsorship, affiliation, or endorsement of that website or location or of a product or 
service on that website or location. 

7.4 Further, clauses 1 and 2 of Schedule A of the auDRP provides 

1. Purpose. The .au Dispute Resolution Policy ("auDRP") is incorporated by reference into 
your Registrant Agreement, and sets forth the terms and conditions in connection with a 
dispute between you and any party other than us (the registrar) over the registration and 
use of an Internet domain name registered by you in one of the open .au second level 
domains (2LDs). Proceedings under Paragraph 4 of this Policy will be conducted 
according to the Rules for the auDRP (the "auDRP Rules"), which are at Schedule B of 
this document, and the selected administrative dispute resolution service provider’s 

                                                      
70 .au Dispute Resolution Policy (auDRP) (2010-05) Schedule A Clause 4(c). 
71 .au Dispute Resolution Policy (auDRP) (2010-05) Schedule A Clause 4(b). 

http://www.auda.org.au/policies/auda-2010-05/
http://www.auda.org.au/policies/auda-2010-05/
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2. Your Representations. By applying to register a domain name, or by asking us to 
maintain or renew a domain name registration, you hereby represent and warrant to us 
that (a) the statements that you made in your domain name application are complete and 
accurate, including those as to your eligibility for a domain name in the open 2LD; (b) to 
your knowledge, the registration of the domain name will not infringe upon or otherwise 
violate the rights of any third party; (c) you are not registering the domain name for an 
unlawful purpose; and (d) you will not knowingly use the domain name in violation of any 
applicable laws or regulations It is your responsibility to determine whether your domain 
name registration infringes or violates someone else’s rights 

8. Findings - Is the Domain Name identical or confusingly similar to a name trademark 
or service mark in which the Complainant has rights 

8.1 The Complainant conceded that Domain Name is not identical to the 
Think Mobile Marks72. 

8.2 I accept the Respondent’s submissions set out above on this issue for the reasons that it 
submits. 

8.3 To the extent that the Complainant’s submissions are inconsistent with the 
Respondent’s submissions I reject those submissions. 

8.4 In relation to this element I make the following additional observations. 

8.5 The Think Mobile Marks do not contain the word Telecom.  

8.6 The Domain Name does not contain the word “Mobile” which appears in both the 
Think Mobile Marks. 

8.7 Whilst there is un-contradicted evidence of widespread use of the Think Mobile Marks73 
there is no evidence provided that any consumers at all (or any other person at all has 
been misled) by the Respondent. 

8.8 Turning then to a visual inspection of the Domain Name thinktelecom.com.au and the 
Think Mobile Marks alone I am not convinced that the Complainant has discharged its 
onus to prove this element on the balance of probabilities. 

9. Findings – the Respondent has no rights or legitimate interests in respect of the 
Domain Name 

9.1 I accept the Respondent’s submissions set out above on this issue for the reasons that it 
submits. 

9.2 To the extent that the Complainant’s submissions are inconsistent with the 
Respondent’s submissions I reject those submissions. 

9.3 In relation to this element I make the following additional observations. 

9.4 The Complainant made much of the correspondence between the parties’ lawyers.  The 
Complainant did not (and could not) submit that a settlement or contract was agreed by 
reason of that correspondence. 

9.5 That the Respondent’s lawyers advised that their client intended to disable the domain 
name “www.thinktelecom.com.au” is the highest the Complainant can put its case in this 
regard and that a disagreement about what “disable the domain name 
www.thinktelecom.com.au” means is alleged to have arisen.  If the Complainant is not 
satisfied with the Respondent’s position to appease it, it can, of course, issue legal 
proceedings to enforce its rights (as senior user or otherwise) as it may be advised. 

                                                      
72 See [5.35(a)] above  
73 See [5.2] to 5.10]  

http://www.thinktelecom.com.au/
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9.6 It is notable that “www” prefix is technically not a domain name at all but actually a host or 
machine name of a machine typically used for website hosting74.  It is plain from the 
Respondent’s submissions and evidence that it was, and is, extensively using the 
Domain Name in a bona fide manner (eg. for dns resolution including that used for 
emails) other than for web site hosting and that indeed its extant problem was 
decommissioning its use of the Domain Name for which it was known. 

9.7 In the extant circumstances, the use of the word “disable” is also interesting when used to 
describe a www prefixed domain name.  A number of other more technically correct words 
could have been used if the construction contended by the Complainant was to be 
accepted eg. surrender, transfer or deregister but which words were not used.  However, 
without a contract or settlement arising those arguments are secondary and I query 
whether or not the ordinary rules of contractual construction apply to the extant case. 

9.8 Accordingly, I find that the Complainant has not established this element. 

10. Findings – the Domain Name has been registered or subsequently used in bad faith 

10.1 I accept the Respondent’s submissions set out above on this issue for the reasons that it 
submits save that I do not accept that it is entitled to any compensation or costs.  I make 
no comment in relation to those matters as they are outside my jurisdiction. 

10.2 To the extent that the Complainant’s submissions are inconsistent with the 
Respondent’s submissions I reject those submissions.  

10.3 Accordingly, I find that the Complainant has not established this element. 

11. Orders 

11.1 The Complaint be dismissed. 

 

Steve White 
Sole Panellist 
11 December 2014 

                                                      
74 It could also be a third level domain but this would be unusual. 
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Christopher Toole

From:
Sent:
To:
Cc:

Subject:

Dear Mr Lippner,

We have not received a response to our email below

Your assertion that the Think Telecom URL is disabled or deregistered is an incorrect one, For as long as the Think
Telecom URL remains capable of being visited using a web browser, it is not disabled or deregistered.

As such, your client currently has a registered domain name which is identical or confusing Iy similar to our c ient's
trade mark and given your client's change of name, your client has no rights or legitimate interests in respec o e
domain name.

Our client requires that the domain name be deregistered, as this was agreed between the parties. Our client simp y
does not understand why this has not occurred and why your client is "bewildered".

If this does not occur. our client will lodge a complaint with the auDRP. This process involves a significant filing ee
and both parties will incur legal costs in dealing with the dispute.

As an alternative to the filing of the dispute, your client could simply contact its Registrar, namely NetRegistry, in or er
to ask that the Registrar take steps to have the domain name deleted. The Think Telecom URL's registrar is is e in
the "Whois Lookup" search below.

Please confirm that your client has taken steps to inform NetRegistry to delete the Think Telecom URL on or by pin
29 August 2014.

Should your client not take such action, our client will be forced to contact your client s Registrar to lodge a coinp ain
and/or file a complaint with auDRP.

Our client will rely on this correspondence in respect of any unnecessary costs it incurs

Regards,
Chris

Christopher Toole Ichristophert@marquelawyers. comaul
Tuesday, 26 August 201 41 0:24 AM
derek@hdlegal. comau
Nathan Mattock
RE: Think Mobile & Think Telecom [IWOV-ML-File. F1034382]

11 "

Whois Lookup

Click here to erform another Whois

Whois response for thinktelecom. coin. au:

Domain Nainc 1/1inkiclccolTICoiTT. :Iu

Last Modified 23-May-2(113 ()7:38:56 UTC

uer

Rcgistrar ID ^I^^Y

RegistraT Name ^^LY

Status o1<

ResistIant R. M BOOT!{ BY &allij, :MITI, ; S. P BOOTHBY &'11/11;;Imp; C. A DERMOTT

Re"is11'nullD ABN 59,27165343

Eligibility Type Pailneisliip

I



RcgistraiiiContact ID BON1068

Registrant Contact Naine Richard Boothby

Region'ant Contact Email infoti-111inkic!econi. coin. au

Tech ContactlD AUTC510(;85

Tccli Colltact Namc Ricliai'd Bootlihy

Tcch Contact Email Ticliiti111iiiktclccoiiT. coin. au

Name ServeI' dns1. o1cnt-s5. coin. au

Name ScrvcilP 122,201,121i70

From: Christopher Toole Imailto:christo hert mar uelaw ers. coin. aul
Sent: Monday, 14 July 2014/2:34 PM

Nainc Scrvcr tins2. DIGnt-s5. coin. rill

To: derek hdle al. coin. au

Name Server IP 122,201.12(1.71

Cc: Nathan MatLock

Subject: RE: Think Mobile & Think Telecom 11WOV-ML-File. HD343821

Mr Lippner,

Our client requested, and we understood that your client agreed that it would deregister the Thin e ecom ,
namely WWW. thinktelecom. coin. au. In this regard, you assert in your email dated 26 May 2014 t a e
WWW. thinktelecom. comau domain does not exist.

The fact that the link is directed to a page, albeit a blank one, indicates that the Think Telecom page s i e '
"bewildered" in circumstances in which your client has clot doneAs such, we do not understand how you claim to be

what was agreed and deregistered the Think Telecom URL.

Please confirm that your client will attend to deregistering the Think Telecom URL such that it no longer exis s.

Regards,
Chris

From: Derek Lippner I'D^!!l
Sent: Thursday, 10 July 2014/1:23 AM
To: Christopher Toole
CG Nathan Mattock
Subject: RE: Think Mobile & Think Telecom [TwoV-ML-File. Fro34382]

Dear Sir

We are bewildered as to what you are referring to as we have this morning attempted to access
clear such is disabled.

Yours faithfully,

H. Derek Lippner
Principal

2

the web site and it is



he I legal & consulting lity Itd

Head Office

Level 3
145 F1inders Lane
Melbourne V!C 3000

P: (03) 90016909
F: (03) 86400710

E derek hdle al. comau

Momin o11 Office

M: 0410 54924,

Level I
315 Main Street

Morning ton VIC 3934

P: (03) 900169,8
F: (03) 86783066

"Liability limited by a scheme approved under Professional Standards Legislation'

Any information contained in this e"mail including any attachments is strictly confidential an may e su Iec
copyright and legal privilege. If you are not the intended recipient, you must not save, copy, is semina e y
the information contained in this e-mail or any attachment, and any legal privilege, copyrig an con i. ^n i ' y
attached to it is not waived or lost by reason of its mistaken delivery to you, If you have receive is e-in ' '
please notify us immediately and permanently delete the message and any attachments. e o no gua
integrity of this e-mail, or that it is virus free and we recommend that you scan the e-mai an any a ac
viruses before opening same. We do not accept any liability for loss or damage that results from a coinpu er vi u
a defect in the transmission of this e-mail or any attachment.

. ~ , . ~ ~ . ~ . ~ , ~ , .~~ , .. . . .~

From: Christopher Toole Imailto:christo hert mar uelaw ers. coin. aul
Sent: Wednesday, 9 July 20146:25 PM
To: derek hdle al. coin. au
Cc: Nathan MatLock

Subject: RE: Think Mobile & Think Telecom 11WOV-ML-File. Fro343821

Dear Mr Lippner,

We refer to your email below

' iseble the domain WWW. thinktelecom. comau (Think Telecom URL) by CoB 30
June 2014, this has not occurred

Please confirm that your client has or will take immediate steps to permanently disable the in e ecom

Kind regards,
Chris

From: Derek Lippner I^^!^L!I
Sent: Monday, 26 May 20149:03 AM
To: Christopher Toole
Cc: Nathan Mattock

Subject: RE: Think Mobile & Think Telecom 11WOV-ML-File. Fro343821

Dear Sir

We are instructed, as per previous correspondence, that our client will disable the Domain: WWW. in e
by CoB on Monday the 30 of June 2014.

Our client again strenuously denies that they are infringing your client s trademark.

3



Furthermore, your client must appreciate that it is essentially impossible for an individual to accidently access the
"thinktelecom" website as:

it doesn't exist;a)

b)
isn't the think mobile website; and

think mobile, THINK Telecom & SWITCH Telecom all have different URLsc)

We trust the above is satisfactory to your client

one woLild physically need to type in the URL

Yours faithfully,

H. Derek Lippner
Principal

hdl legal & consulting pty Itd

Head Office

h'nktelecom. coma!I (even if it did exist) to realise that it

Level 3
145 F1inders Lane
Melbourne VIC 3000

P: (03) 90016909
F: (03) 86400710

E: derek hdle al. coin. au

Morniii on Office

M: 0410 54924,

Level I
315 Main Street

Morning ton VIC 3931

P: (03) 9004 6918
F: (03) 86783066

"Lint^17th-^mile(I by <1 sc/leiiie (11)17/01'PCI JIMle, ' PI'q/assioitti/ 81,111(/, 11'CIS Lcgis'funori"

Any information contained in this e-mail including any attachments is strictly confidential and may be subject to
copyright and legal privilege. If you are not the intended recipient, you must not save, copy, disseminate or rely on
the information contained in this e-mail or any attachment, and any legal privilege. copyright and confidentiality
attached to it is not waived or lost by reason of its mistaken delivery to you. If you have received this e-mail in error
please notify us immediately and permanently delete the message and any attachments. We do not guarantee the
integrity of this e-mail, or that it is virus free and we recommend that you scan the e-mail and any attachments for
viruses before opening same. We do not accept any liability for loss or damage that results from a computer virus or
a defect in the transmission of this e-mail or any attachment

From: Christopher Toole [mailto:christo herb mar uelaw ers. coin. au]
Sent: Tuesday, 20 May 20148:56 AM
To: derek hdle al. coin. au
Cc: Nathan Mattock

Subject: Think Mobile & Think Telecom 11WOV-ML"File. Fro343821

Dear Mr Lippner,

We refer to the above matter.

4



We note that your client has changed its company name to Switch Telecom Pty Ltd and has started using a new
website namel WWW. switchtelecom. comau (Switch URL).

However, it is still apparent that your client has not ceased use of the URL 1601^!! (Think
Telecom URL). This use is apparent as when the Think Telecom URL is typed into a web browser, as it re^Irects to
yotir client's Switch 11Rt Yo!Ir client's contin!led IISe of the Think Telecom 11Rl is inconsistent with your client's
conduct in ceasing to use the word "Think", and constitutes infringement of our client's trade marks. We have already
explained several times the bases on which our client asserts that this is so.

Should your we riot receive confirmation that your client has taken steps to deregister the Think Telecom URL and to
stop the redirection from the Think Telecom URL to the Switch URL, we have received our client's instructions to
lodge a claim under the auDRP with au Domain Administration Limited, where our client will seek the deregistration o
the Think Telecom URL and may result in the transfer of the Think Telecom URL.

Please let us have this confirmation on or by 5pm 27 May 2014.

Kind regards,
Chris

Christopher Toole
Senior Associate

MARQUE Lawyers Ply Ltd

P: +61282163023I M: 04,8673920
Level4.343 George St, Sydney NSW 2000
WWW. mar uelaw ers. comau

We do not disclaim anything about this email. Were quite proud of it, really.

5
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	1. Parties
	1.1 The Complainant is Pivotel Group Pty Limited ACN 102 274 322.
	1.2 The Respondent is Switch Telecom Pty Ltd ACN 138 282 587.
	1.3 The Registrar is NetRegistry.
	1.4 The domain name is thinktelecom.com.au.
	1.5 The Provider is LEADR ABN 69 008 651 232.
	1.6 The Sole Panellist is Steve White of Suite 604, 109 Pitt Street Sydney NSW 2000 and Suite 838, 419 Collins Street, DOCKLANDS VIC 3008 www.computerlaw.com.au, www.arbitrator.com.au.

	2. Whois Searches
	2.1 Whois searches conducted by the Panellist disclose the following:

	3.  Procedural History
	3.1 On 27 October 2014 a Complaint was received by the Provider in relation to thinktelecom.com.au (“Domain Name”).
	3.2 On 28 October 2014 the Provider sent an acknowledgement.
	3.3 On 28 October 2014 a non-compliance notification was sent to Complainant by the Provider
	3.4 On 28 October 2014 a complaint with the required rectifications was received by the Provider
	3.5 On 28 October 2014 the complete application was received by the Provider.
	3.6 On 28 October 2014 the Provider sent a further acknowledgement to the Complainant.
	3.7 On 29 October 2014 a copy of the Complaint was submitted to the Registrar.
	3.8 On 29 October 2014 a request to clarify the Respondent’s details and lock the domain name during proceedings was emailed to the Registrar.
	3.9 On 5 November 2014 the Registrar confirmed via email that the domain name in dispute had been locked.
	3.10 On 6 November 2014 the Provider advised auDA of the complaint via e-mail.
	3.11 On 6 November 2014 the Provider sent the Respondent an email and written notification of the Complaint. The Complainant was copied in on these notifications.
	3.12 On 4 December 2014 the Provider approached the Panellist.
	3.13 On 4 December 2014, the Panellist confirmed his availability, informed the Provider that he had no conflict issues with the parties and accepted the matter.
	3.14 On 4 December 2014, the case file and relevant correspondence was forwarded onto the Panellist.
	3.15 On 4 December 2014, the parties to the dispute were notified of the Panellist’s allocation.
	3.16 The parties filed the following submissions:
	(a) Complainant 28 October 2014 [“CS28OCT14”]; and
	(b) Respondent 25 November 2014 [“RS25NOV14”];


	4.
	5. Complainant’s submissions
	5.1 This Complaint is made pursuant to .au Dispute Resolution Policy, Policy No. 2010-05 (“auDRP”), p4(a).0F
	5.2 The Complainant is one of four Australian licensed mobile telecommunications companies.
	5.3 The Complainant provides high quality mobile satellite services including voice and data communications across Australia as well as satellite phone plans.1F
	5.4 The Complainant has over 500 dealers and retail points of presence around Australia who are well versed on the products on offer.
	5.5 The Complainant’s brands are Pivotel, Think Mobile, TracerTrak, Reward Mobile, Just Mobile and Vanilla Telecom.2F
	5.6 The Complainant is the proprietor of the following word marks (together Think Mobile Marks):3F
	(a) Registration No. 1461933 - “Think Mobile” (Think Mobile Mark); and
	(b) Registration No. 1418751 – “Think Mobile Simply Better” (Think Mobile Simply Better Mark).

	5.7 The Think Mobile Mark is registered in class 38: Cellular telecommunications services and was registered from 28 November 2011.4F   Annexed and marked “CS28OCT14A” is a copy of the trade mark details in respect of the Think Mobile Mark from the IP...
	5.8 The Think Mobile Simply Better Mark is registered in class 9: Mobile phones and class 38: Cellular telecommunications services and was registered from 7 April 2011.5F   Annexed and marked “CS28OCT14B” is a copy the trade mark details in respect of...
	5.9 The Complainant is the registrant of the domain name <thinkmobile.com.au> (Think Mobile Domain Name) which contains the Think Mobile Mark.7F
	5.10 The entity Think Mobile Pty Limited (“Think Mobile“) is an authorised user of the Think Mobile Mark and Think Mobile Simply Better Mark, pursuant to Trade Marks Act 1995 (Cth), s8(1).8F
	5.11 The Complainant brings this Complaint as it is9F :
	(a) the proprietor of the Think Mobile Mark and Think Mobile Simply Better Mark; and
	(b) registrant of the Think Mobile Domain Name.

	5.12 The Respondent is Switch Telecom Pty Ltd ACN 138 282 587.
	5.13 The Respondent is the registrant of the domain name <thinktelecom.com.au> (Domain Name).
	5.14 Annexed and marked “CS28OCT14C” is a copy of the Whois query for the Domain Name performed on 27 October 2014.10F
	5.15 The Domain Name is the subject of this Complaint.11F
	5.16 The Complainant’s lawyers have communicated with the Respondent and the Respondent’s lawyers in respect of the Complaint since November 2013.12F
	5.17 Much of the correspondence between the Complainant’s lawyers and the Respondent’s lawyers was made on a without prejudice basis in order to try to resolve the dispute.
	5.18 The Complainant does not propose to annex that correspondence.13F
	5.19 When the Complainant’s lawyers first wrote to the Respondent, the Respondent was known and trading as “Think Telecom Pty Ltd” and using the Domain Name in respect of its business as a supplier of certain telephony services.14F
	5.20 In or about June 2014 the Respondent changed its name to “Switch Telecom Pty Ltd”.
	5.21 The Respondent now trades from the domain name <switchtelecom.com.au>.15F
	5.22 Since about 30 June 2014, the Domain Name has not contained any content.
	5.23 The Domain Name is effectively a blank webpage.16F
	5.24 On 26 May 2014, the Respondent’s lawyers agreed that they would disable the Domain Name on or by 30 June 2014.17F   This did not occur.
	5.25 As a result, the Complainant’s lawyers wrote to the Respondent’s lawyers on 9 July 2014 asking why the Domain Name was still active.18F
	5.26 The Respondent’s lawyers wrote to the Complainant’s lawyers on 10 July 2014 disputing that the Domain Name has not been disabled.19F
	5.27 On 26 August 2014 the Complainant’s lawyers wrote to the Respondent’s lawyers seeking that the Respondent write to the Registrar of the Domain Name to effect the disabling of the Domain Name.20F
	5.28 The Complainant’s lawyers have not received a response to this correspondence.21F
	5.29 Annexed and marked “CS28OCT14D” is all correspondence between the parties during the period 20 May 2014 to 26 August 2014.22F
	5.30 As at the date of filing of this Complaint the Domain Name is still active.
	5.31 Annexed and marked “CS28OCT14E” is a copy of the Domain Name at 27 October 2014.23F
	5.32 auDRP p4(a) sets out the three elements which must be present for a proceeding to be brought against the Respondent, which the Complainant must prove to obtain the relief sought.24F
	5.33 These elements are as follows25F :
	(a) the Respondent’s domain name is identical or confusingly similar to a name, trademark or service mark in which the Complainant has rights (“First Element”); and
	(b) the Respondent has no rights or legitimate interests in respect of the domain name (“Second Element”); and
	(c) the Respondent’s domain name has been registered or subsequently used in bad faith (“Third Element”).

	5.34 In accordance with auDRP p 4(a), the Complainant submits that26F :
	(a) the Domain Name is identical or confusingly similar to the Think Mobile Mark and/or the Think Mobile Simply Better Mark;
	(b) the Respondent has no rights or legitimate interests in respect of the Domain Name; and
	(c) the Domain Name has been registered or subsequently been used in bad faith.

	5.35 In respect of the First Element, the Complainant submits27F :
	(a) while the Domain Name is not identical to the Think Mobile Mark and/or Think Mobile Simply Better Mark, it is confusingly similar to the Think Mobile Mark and/or Think Mobile Simply Better Mark because it contains the word “Think”, which is the pr...
	(b) The word “Mobile” in the Think Mobile Marks and the word “Telecom” while not similar sounding are similar in nature;
	(c) The additional word “Telecom” in the Domain Name is descriptive in relation to the services offered by the Respondent (as well as the Complainant) being telecommunications services;
	(d) there is a real possibility that consumers in the relevant sector of the public would be confused into thinking that there is a connection between the owner of Think Mobile [Marks] and the owner of the Domain Name; and
	(e) the services offered by the Respondent clearly would be classified as being the same, similar or closely related as the class of goods and services in which the Think Mobile Marks are registered.

	5.36 auDRP p4(c) sets out examples of circumstances in which a respondent may establish rights or legitimate interests in a domain name in responding to a complaint.28F
	5.37 Those circumstances include the following29F :
	(a) before any notice to the respondent of the dispute, the respondent’s use of, or demonstrable preparations to use, the domain name or a name corresponding to the domain name in connection with a bona fide offering of goods or services; or
	(b) the respondent (as an individual, business, or other organisation) has been commonly known by the domain name, even if the respondent acquired no trademark or service mark rights; or
	(c) the respondent is making a legitimate non-commercial or fair use of the domain name, without intent for commercial gain to misleadingly divert consumers or to tarnish the name, trademark or service mark at issue.

	5.38 In respect of the Second Element, the Complainant submits that30F :
	(a) by reason of the matters set out at paragraphs 5.20  to 5.25 and 5.30 to 5.31 above, the Respondent cannot provide evidence of the use of, or demonstrable preparations to use, the Domain Name or a name corresponding to the domain name in connectio...
	(b) Further, the Respondent’s lawyers have agreed to disable the Domain Name, which is inconsistent with the “use” or “demonstrable preparation to use” the Domain Name;
	(c) The Domain Name is not being used in respect of a bona fide offering of goods or services because it is a blank page;
	(d) As set out at paragraph 5.20 above, the Respondent has changed its name to Switch Telecom Pty Ltd.
	(e) Accordingly, the Respondent is not commonly known as the name of the Domain Name; and
	(f) Finally, it is apparent that that the Respondent is not making legitimate non-commercial or fair use of the Domain Name.

	5.39 The Third Element requires the Complainant to prove the Domain Name has been registered or subsequently used in bad faith.31F
	5.40 In respect of the Third Element, the Complainant submits32F :
	(a) the Complainant is not required to prove that the Respondent registered the Domain Name in bad faith, but rather only required to prove either that it was registered in bad faith or subsequently used in bad faith;
	(b) the Domain Name only resolves to a blank page;
	(c) by reason of the Respondent’s change of name and agreement to “disable” the Domain Name, there is evidence that the Respondent does not wish to use the Domain Name.  Further, there is no evidence of advertising, promotion or display to the public ...
	(d) However, the relevant issue is not whether the Respondent is undertaking a positive action in bad faith in relation to the domain name, but instead whether, in all the circumstances of the case, it can be said that the Respondent is acting in bad ...
	(e) In Telstra Corp Pty Ltd v Nuclear Marshmallows34F  the Presiding Panellist, Andrew F. Christie, said that it is possible, in certain circumstances, for inactivity by a Respondent to amount to the domain name being used in bad faith and ultimately ...
	(f) Mr Christie outlined the circumstances in which he made this finding36F , which included that:
	(1) the complainant’s trademark has a strong reputation and is widely known, as evidenced by its substantial use in Australia and in other countries; and
	(2) the respondent has provided no evidence whatsoever of any actual or contemplated good faith use by it of the domain name;

	(g) By reason of:
	(1) all of the matters set out in paragraphs 5.2 to 5.31 above;
	(2) the Complainant’s strong reputation in its trade marks which have been registered since 2011;
	(3) the fact that the Respondent has agreed to disable the Domain Name, but has not done so; and that the Respondent by its conduct, is simply “passively holding” the Domain Name, it should be concluded that the Domain Name is being used in bad faith.


	5.41 Pursuant to auDRP, p6.1 the Complainant seeks that the Domain Name Licence be37F :
	(a) transferred to the Complainant; or
	(b) in the alternative, cancelled.

	5.42 The Complainant will submit, with respect to any challenges to a decision in the administrative proceeding cancelling or transferring the domain name, to the jurisdiction of the courts in at least one specified Mutual Jurisdiction38F .
	5.43 The Complainant agrees that its claims and remedies concerning the registration of the domain name, the dispute, or the dispute’s resolution shall be solely against the domain name holder and waives all such claims and remedies against39F
	(a) the dispute resolution provider and panellists, except in the case of deliberate wrongdoing,
	(b) the registrar,
	(c) the registry administrator, and
	(d) auDA, as well as their directors, officers, employees, and agents.

	5.44 The Complainant certifies that the information contained in this Complaint is to the best of Complainant’s knowledge complete and accurate, that this Complaint is not being presented for any improper purpose, such as to harass, and that the asser...

	6. Respondent’s Submissions
	6.1 The Complainant relies on two Australian trade mark registrations for the Complainant’s right to the Domain Name namely41F :
	(a) 1461933 "THINK MOBILE" registered from 28 November 2011 and
	(b) 1418751 "THINK MOBILE SIMPLY BETTER" registered from 7 April 2011.

	6.2 The Respondent’s registration of the Domain Name pre-dates those trade mark registrations by two years.
	6.3 The Respondent was using the Domain Name for over four years before any complaints by the Complainant about use.
	6.4 The Respondent uses the Domain Name in its own business and built up an important client base which uses the Domain Name.
	6.5 In dealing with the Complainant’s demands, the Respondent does not make any admissions against its interests but has in good faith moved to a different name ‘switch telecom’ and shut down the web-site www.thinktelecom.com.au simply to avoid the sp...
	6.6 Firstly, the Domain Name is thinktelecom.com.au and this is not the same as thinkmobile.com.au.
	6.7 It is a different domain name.
	6.8 It is also not a confusingly similar domain name for the overall different services offered by the Respondent.
	6.9 Because of this difference, it is submitted that the Complainant has not properly established, or at all, a right to stop the Respondent’s use of the Domain Name as it is currently being used (see below).43F
	6.10 Secondly, the products and/or services of the parties in dispute are also not the same.
	6.11 There is no substantial overlap or possibility that the parties’ offerings are going to be confused by the domain names in future.
	6.12 The use of the Domain Name by the Respondent is only for itself and existing clients already using the Domain Name.
	6.13 And, up until the Complainant’s Complaint, for the past four years there has been no difficulties concerning confusion in the marketplace.
	6.14 A simple understanding of what each of the respective businesses do demonstrates this.
	6.15 Whilst the parties are broadly in the same industry, the telecommunications industry, the Complainant supplies low to medium priced stand-alone mobile phone plans to consumers.
	6.16 The Complainant also sells satellite phone plans.
	6.17 The Respondent, however, specializes in supplying fixed line and internet data services to business customers only.
	6.18 The Respondent also sells mobile plans as an auxiliary product for convenience to its customers, but mostly for the purposes of single billing.
	6.19 Mobiles are not part of the Respondent’s core business and the Respondent usually sells higher priced plans in any event.
	6.20 In particular, the Respondent does not sell satellite phone plans.44F
	6.21 Thirdly, two years before the Complainant’s two trade mark registrations above, on 18 May 2009, Richard Boothby, the author of RS25NOV14, arranged to have the business name Think Telecom registered as a business name B2184748U.
	6.22 This facilitated the obtaining of the Domain Name on that same day.
	6.23 The Domain Name was therefore available and adopted with no wrongful intentions.45F 46F
	6.24 The first use of the Domain Name occurred shortly thereafter on 3 June 2009.
	6.25 On 14 July 2009, one and a half months later, the Respondent was registered as a company under the name Think Telecom Pty Ltd and the Respondent then maintained and used the Domain Name for its business.47F
	6.26 The Respondent therefore strongly denies that its adoption and its continued use of the disputed domain name is in bad faith or is not bona fide.48F
	6.27 Fourthly, the essence of the Complainant’s Complaint is that the Respondent retains and passively holds the Domain Name, because the web-site www.thinktelecom.com.au is blank.49F
	6.28 The Respondent agrees that it holds the disputed domain name with a blank page since 30 June 2014 at approximately 5:00pm.
	6.29 From 28 March 2014 to 30 June 2014 it held the Domain Name as a forwarding site to the website www.switchtelecom.com.au but otherwise denies that it merely passively holds the disputed domain name, as alleged.50F
	6.30 The Respondent continues to service its clients who have previously obtained email addresses which use the format "[name]@thinktelecom.com.au" as their email addresses.
	6.31 Those clients number about 54 persons and for business reasons they wish to continue to use their email addresses.51F
	6.32 It is noted that in the Respondent’s own business, the Respondent has changed all its old @thinktelecom.com.au emails, which total 24 in number, to forward to the new @switchtelecom.com.au emails.
	6.33 However, despite several notifications to the Respondent’s clients, (see RS25NOV14 Attachment 3), the Respondent still receives correspondence to the old email addresses.
	6.34 This has required the Respondent to retain the Domain Name for this purpose.
	6.35 Whilst the Respondent always responds from Switch Telecom emails, the Respondent can anticipate that a complete changeover from old to new would take the Respondent’s clients approximately 3 to 4 years before they update their contact lists.52F
	6.36 This brings the total number of this form of electronic address to 78 (54+24)53F .
	6.37 Given the differences between the parties’ domain names and business offerings, and, given the limited use of the Domain Name as an email address @thinktelecom.com.au simply for the convenience of and to service old existing customers of the Resp...
	6.38 The Respondent has met the reasonable demands of the Complainant by shutting down the web-site and also not introducing any new clients to the Domain Name or old email address using the Domain Name.55F
	6.39 The change would be detrimental to the Respondent’s business and the Respondent’s clients’ businesses as follows56F :
	(a) There will be a real associated cost as clients will need to change their stationery, marketing collateral and email configurations.
	(b) This will cause and result in lost time and productivity for them in their own businesses.
	(c) This will affect the Respondent directly as the Respondent will experience similar losses in time and productivity liaising with its clients and administering changes to the back end setting configurations.
	(d) Whilst this is possible, it is not ideal.
	(e) There are also old business cards, letterheads and old email threads with clients and customers that may be their only information that they have for making contact with the Respondent and/or the Respondent’s clients.
	(f) If clients were not able to contact the Respondent or the Respondent’s clients via previous think telecom details, that would represent significant business loss.
	(g) By agreeing to the Complainant’s request and de-commissioning the thinktelecom.com.au web-site there is already the very real possibility that the Respondent has itself experienced business loss by past contacts trying to search for the Respondent...

	6.40 In addition to the above, the Respondent’s clients and the Respondent itself have also adopted in the past and are continuing to use @thinktelecom.com.au for username and password settings and security on ADSL connections.57F
	6.41 Critically and importantly there are 312 clients of the Respondent who have purchased ADSL services from the Respondent from between 17 June 2009 and 25 March 2014 just before the de-commissioning of the web-site).
	6.42 Services sold during this period rely on the Domain Name as part of their router configuration.
	6.43 These clients all have individual Domain Name configurations programmed as part of their username and password security settings.
	6.44 For the Respondent to change this, the Respondent would have to individually go out on site to each client and reconfigure all of these routers one by one.
	6.45 This would present a significant loss in the form of time and money not to mention the disruption to the Respondent’s clients’ businesses.
	6.46 The whole process would represent hundreds of hours of lost productivity and would be an unwarranted disruption to the Respondent’s clients.58F 59F
	6.47 As can be seen from the above, any such discontinuity and change can adversely affect business identity and flow of business and service to users of the email addresses "[name]@thinktelecom .com.au " and disrupt unfairly the Respondent and those ...
	6.48 There is the further overarching possibility that arises from the hassle of changing domain names, that the Respondent will be losing clients from the disruption to their time, disruption to their service and the real possibility that the Respond...
	6.49 In telecommunications, telcos try to keep service changes and disruptions to an absolute minimum.
	6.50 There are already enough problems for clients from time to time from other issues such as exchange faults, outages, service disruptions, various delays, without the Respondent or Complainant needing to add any more to their list.
	6.51 For over four years the Complainant did not complain about the Respondent’s business nor the use of the now disputed Domain Name.
	6.52 Accordingly, a similar amount of time of four years for the 78 email addresses and 312 clients’ router configurations should be allowed for any change-over period, if that is to be the outcome of this dispute.
	6.53 In any change-over scenario, it would be easier and a better solution to maintain and forward their old email addresses [name]@thinktelecom.com.au to any new email addresses [name ]@switchtelecom.com.
	6.54 This therefore requires the Respondent to retain the Domain Name which serves a genuine benefit and the needs of the end-user in a transition or change-over phase.61F
	6.55 The Complainant has certified that it is not motivated by any improper purpose or to harass.
	6.56 However, the Respondent cannot entirely agree.
	6.57 The Complainant has been making threats of litigation to and demands of the Respondent for over a year.
	6.58 The Respondent has already reasonably met those demands by shutting down the web-site and moving to the name switch telecom.
	6.59 The Complainant would be more than aware of the realities of business operations set out in this response and the fact that there is no real damage to the Complainant or any confusion arising from the continuing residual activities of the Respond...
	6.60 The Respondent considers that the domain name dispute process is being used to circumvent a legitimate negotiation that might otherwise occur for compensation to the Respondent for the Respondent and the Respondent’s clients to immediately and co...
	6.61 If the Respondent is obliged to forthwith cease use of the disputed domain name thinktelecom.com.au and is obliged, as a result, to give its old clients new email addresses and new router configurations and other support (see para 6.41 above), th...
	6.62 The Respondent considers the assertions in the Complaint are unwarranted under the Rules and under applicable law.
	6.63 The cited Telstra Corp v Nuclear Marshmallows case is not applicable to the facts of this case.
	6.64 The Respondent’s use is not passive, nor done in bad faith.
	6.65 It is a continuation of past use which services old clients and their on-going service contracts.65F
	6.66 The Respondent agrees that its claims and remedies concerning the registration of the domain name, the dispute, or the dispute’s resolution shall be solely against the complainant and waives all such claims and remedies against
	(a) the dispute resolution provider and panellists, except in the case of deliberate wrongdoing,
	(b) the registrar.
	(c) the registry administrator, and
	(d) auDA, as well as their directors, officers, employees, and agents.66F

	6.67 The Respondent certifies that the information contained in RS25NOV14 is to the best of Respondent’s knowledge complete and accurate, that RS25NOV14 is not being presented for any improper purpose, such as to harass, and that the assertions in RS2...

	7. Reasons - General
	7.1 In order to be entitled to a transfer of a domain name to it the Complainant must prove on the balance of probabilities that68F :
	(a) thinktelecom.com.au is identical or confusingly similar to a name, trade mark or service mark in which the Complainant has rights [note 1]; and
	(b) the Respondent has no rights or legitimate interests in respect of the Domain Name [note 2]; and
	(c) the Domain Name has been registered or subsequently used in bad faith.
	Note 1 provides:
	[1] For the purposes of this policy, auDA has determined that a "name … in which the complainant has rights" refers to:

	7.2 The policy provides in relation to the interpretation of legitimate interest the following assistance.69F
	Any of the following circumstances, in particular but without limitation, if found by the Panel to be proved based on its evaluation of all evidence presented, is to be taken to demonstrate your rights or legitimate interests to the domain name for pu...

	7.3 Further the policy70F  provides for the purposes of bad faith the following circumstances, in particular but without limitation, shall be evidence of the registration and use of a domain name in bad faith:
	(a) circumstances indicating that the Respondent has registered or has acquired the domain name primarily for the purpose of selling, renting, or otherwise transferring the domain name registration to another person for valuable consideration in exces...
	(b) the Respondent registered the domain name in order to prevent the owner of a name, trademark or service mark from reflecting that name or mark in a corresponding domain name;
	(c) the Respondent registered the domain name primarily for the purpose of disrupting the business or activities of another person; or
	(d) by using the Domain Name, the Respondent has intentionally attempted to attract, for commercial gain, Internet users to a website or other online location, by creating a likelihood of confusion with the Complainant’s name or mark as to the source,...

	7.4 Further, clauses 1 and 2 of Schedule A of the auDRP provides

	8. Findings - Is the Domain Name identical or confusingly similar to a name trademark or service mark in which the Complainant has rights
	8.1 The Complainant conceded that Domain Name is not identical to the Think Mobile Marks71F .
	8.2 I accept the Respondent’s submissions set out above on this issue for the reasons that it submits.
	8.3 To the extent that the Complainant’s submissions are inconsistent with the Respondent’s submissions I reject those submissions.
	8.4 In relation to this element I make the following additional observations.
	8.5 The Think Mobile Marks do not contain the word Telecom.
	8.6 The Domain Name does not contain the word “Mobile” which appears in both the Think Mobile Marks.
	8.7 Whilst there is un-contradicted evidence of widespread use of the Think Mobile Marks72F  there is no evidence provided that any consumers at all (or any other person at all has been misled) by the Respondent.
	8.8 Turning then to a visual inspection of the Domain Name thinktelecom.com.au and the Think Mobile Marks alone I am not convinced that the Complainant has discharged its onus to prove this element on the balance of probabilities.

	9. Findings – the Respondent has no rights or legitimate interests in respect of the Domain Name
	9.1 I accept the Respondent’s submissions set out above on this issue for the reasons that it submits.
	9.2 To the extent that the Complainant’s submissions are inconsistent with the Respondent’s submissions I reject those submissions.
	9.3 In relation to this element I make the following additional observations.
	9.4 The Complainant made much of the correspondence between the parties’ lawyers.  The Complainant did not (and could not) submit that a settlement or contract was agreed by reason of that correspondence.
	9.5 That the Respondent’s lawyers advised that their client intended to disable the domain name “www.thinktelecom.com.au” is the highest the Complainant can put its case in this regard and that a disagreement about what “disable the domain name www.th...
	9.6 It is notable that “www” prefix is technically not a domain name at all but actually a host or machine name of a machine typically used for website hosting73F .  It is plain from the Respondent’s submissions and evidence that it was, and is, exten...
	9.7 In the extant circumstances, the use of the word “disable” is also interesting when used to describe a www prefixed domain name.  A number of other more technically correct words could have been used if the construction contended by the Complainan...
	9.8 Accordingly, I find that the Complainant has not established this element.

	10. Findings – the Domain Name has been registered or subsequently used in bad faith
	10.1 I accept the Respondent’s submissions set out above on this issue for the reasons that it submits save that I do not accept that it is entitled to any compensation or costs.  I make no comment in relation to those matters as they are outside my j...
	10.2 To the extent that the Complainant’s submissions are inconsistent with the Respondent’s submissions I reject those submissions.
	10.3 Accordingly, I find that the Complainant has not established this element.

	11. Orders
	11.1 The Complaint be dismissed.


